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Proceeding 91161954

Party Plaintiff
PABST BREWING COMPANY

Correspondence
Address

WILLIAM B. NASH
JACKSON WALKER L.L.P.
112 E. PECAN STREET, SUITE 2100
SAN ANTONIO, TX 78205
UNITED STATES
bnash@jw.com

Submission Plaintiff's Notice of Reliance

Filer's Name William B. Nash

Filer's e-mail bnash@jw.com, mfassold@jw.com, llapidario@jw.com, lstuder@jw.com

Signature /William B. Nash/

Date 03/31/2009

Attachments 2009-03-31 Opposer's Eighth Notice of Reliance.pdf ( 82 pages )(4392738 bytes
)
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PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

The table below presents the data as entered.
Input Field Entered

SERIAL NUMBER 75883253

LAW OFFICE ASSIGNED LAW OFFICE 101

MARK SECTION

MARK LONE STAR

ATTORNEY SECTION

ORIGINAL ADDRESS

JOSEPH J. FERRETTI
CROWE & DUNLEVY
22861 (21362
20 NORTH BROADWAY, SUITE 1800
OKLAHOMA CITY, OK 73102-8273

CORRESPONDENCE SECTION

ORIGINAL ADDRESS

JOSEPH J. FERRETTI
CROWE & DUNLEVY
22861 (21362
20 NORTH BROADWAY, SUITE 1800
OKLAHOMA CITY, OK 73102-8273

NEW ATTORNEY ADDRESS

STATEMENT TEXT

By submission of this request, the undersigned
REVOKES the power of attorney currently of record,
as listed above, and hereby APPOINTS the following
new attorney:

NAME Phillip L. Free, Jr.

FIRM NAME Crowe & Dunlevy, P.C.

INTERNAL ADDRESS Suite 1800

STREET 20 North Broadway

CITY Oklahoma City



STATE Oklahoma

COUNTRY United States

POSTAL/ZIP CODE 73102-8273

PHONE (405) 235-7700

FAX (405) 239-6651

EMAIL IPmail@crowedunlevy.com

ATTORNEY AUTHORIZED TO
COMMUNICATE VIA E-MAIL YES

NEW CORRESPONDENCE ADDRESS

NAME Phillip L. Free, Jr.

FIRM NAME Crowe & Dunlevy, P.C.

INTERNAL ADDRESS Suite 1800

STREET 20 North Broadway

CITY Oklahoma City

STATE Oklahoma

COUNTRY United States

POSTAL/ZIP CODE 73102-8273

PHONE (405) 235-7700

FAX (405) 239-6651

EMAIL IPmail@crowedunlevy.com

AUTHORIZED TO COMMUNICATE
VIA E-MAIL YES

SIGNATURE SECTION

SIGNATURE /Phillip L. Free, Jr./

SIGNATORY NAME Phillip L. Free, Jr.

SIGNATORY DATE 07/06/2005

SIGNATORY POSITION Attorney for Applicant

FILING INFORMATION SECTION

SUBMIT DATE Wed Jul 06 13:03:54 EDT 2005

USPTO/RAA-12.147.224.62-2



TEAS STAMP

0050706130354432029-78314
404-250bad17c989e7c464bc1
9d6c2b6e896561-N/A-N/A-20
050706122001834972

PTO Form 2196 (Rev 9/2005)

OMB No. 0651-0056 (Exp 09/30/2011)

Revocation of Attorney/Domestic Representative and/or
Appointment of Attorney/Domestic Representative

To the Commissioner for Trademarks:
MARK: LONE STAR
SERIAL NUMBER:  75883253

The original attorney
JOSEPH J. FERRETTI
CROWE & DUNLEVY
22861
20 NORTH BROADWAY, SUITE 1800
OKLAHOMA CITY, OK 73102-8273

Original Correspondence Address :
JOSEPH J. FERRETTI
CROWE & DUNLEVY
20 NORTH BROADWAY, SUITE 1800
OKLAHOMA CITY, OK 73102-8273

By submission of this request, the undersigned REVOKES the power of attorney currently of record, as
listed above, and hereby APPOINTS the following new attorney:

Newly Appointed Attorney:
Phillip L. Free, Jr.
Crowe & Dunlevy, P.C.
Suite 1800
20 North Broadway
Oklahoma City, Oklahoma 73102-8273
United States
(405) 235-7700
(405) 239-6651

The following is to be used as the correspondence address:



Phillip L. Free, Jr.
Crowe & Dunlevy, P.C.
Suite 1800
20 North Broadway
Oklahoma City, Oklahoma 73102-8273
United States

(405) 235-7700
(405) 239-6651
IPmail@crowedunlevy.com

Signature: /Phillip L. Free, Jr./      Date: 07/06/2005
Signatory's Name: Phillip L. Free, Jr.
Signatory's Position: Attorney for Applicant

Serial Number: 75883253
Internet Transmission Date: Wed Jul 06 13:03:54 EDT 2005
TEAS Stamp: USPTO/RAA-12.147.224.62-2005070613035443
2029-78314404-250bad17c989e7c464bc19d6c2
b6e896561-N/A-N/A-20050706122001834972



Commissioner for Trademarks
2900 Crystal Drive

Arlington , VA   22202-3514
www.uspto.gov

Feb 11, 2004

NOTICE OF PUBLICATION UNDER 12(a)
1. Serial No.:

75/883,253
2. Mark:

LONE STAR

3. International Class(es):
25

4. Publication Date:
Mar 2, 2004

5. Applicant:
Lone Star Steakhouse & Saloon, Inc.

The mark of the application identified appears to be entitled to registration. The mark will, in accordance with Section 12(a) of
the Trademark Act of 1946, as amended, be published in the Official Gazette on the date indicated above for the purpose of
opposition by any person who believes he will be damaged by the registration of the mark. If no opposition is filed within the time
specified by Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules, the Commissioner of Patents and
Trademarks may issue a certificate of registration.

Copies of the trademark portion of the Official Gazette containing the publication of the mark may be obtained from:

The Superintendent of Documents
U.S. Government Printing Office
PO Box 371954
Pittsburgh, PA 15250-7954
Phone: (202) 512-1800

By direction of the Commissioner.

Correspondence Address:

JOSEPH J. FERRETTI
CROWE & DUNLEVY
1800 MID-AMERICA TOWER
20 NORTH BROADWAY, SUITE 1800
OKLAHOMA CITY, OK 73102-8273

TMP&I



























































































































UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO : 75/883253
 
    APPLICANT :                          Lone Star Steakhouse & Saloon, Inc.
 

 
        
 

    CORRESPONDENT ADDRESS:
    JOSEPH J. FERRETTI
    CROWE & DUNLEVY
    1800 MID-AMERICA TOWER
    20 NORTH BROADWAY, SUITE 1800
    OKLAHOMA CITY, OK 73102-8273

RETURN ADDRESS: 
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513

ecom110@uspto.gov
 

 

 
    MARK :          LONE STAR
 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET NO:   22861 (21362
 
    CORRESPONDENT EMAIL ADDRESS: 

 

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4.Your telephone number and e-mail
address.

 
 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF OUR MAILING OR E-MAILING DATE . 
 
 
Serial Number  75/883253
 
The Office has reassigned this application to the undersigned examining attorney.
 
As U.S. Application Serial No. 75-775808 has matured into U.S. Registration No. 2589026, action on
this application is resumed.
 
SECTION 2(d) REFUSAL -- Likelihood Of Confusion
 
The examining attorney refuses registration under Trademark Act Section 2(d), 15 U.S.C. Section
1052(d), because the applicant’s mark, when used on the identified goods, is likely to be confused with
the registered mark in U.S. Registration No. 2589026. TMEP section 1207. See the enclosed
registration.

 

The examining attorney must analyze each case in two steps to determine whether there is a likelihood



of confusion. First, the examining attorney must look at the marks themselves for similarities in
appearance, sound, connotation and commercial impression. In re E. I. DuPont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973). Second, the examining attorney must compare the goods or
services to determine if they are related or if the activities surrounding their marketing are such that
confusion as to origin is likely. In re August Storck KG, 218 USPQ 823 (TTAB 1983); In re
International Telephone and Telegraph Corp., 197 USPQ 910 (TTAB 1978); Guardian Products Co., v.
Scott Paper Co., 200 USPQ 738 (TTAB 1978).

 

The examining attorney has determined that contemporaneous use of the marks LONE STAR and
LONE STAR CLASSIC, as applied to clothing, would be likely to cause confusion for the following
reasons.

 

The Court in In re E. I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973), listed
the principal factors to be considered in determining whether there is a likelihood of confusion under
Section 2(d). Any one of the factors listed may be dominant in any given case, depending upon the
evidence of record. In this case, the following factors are the most relevant: similarity of the marks,
similarity of the goods, and similarity of trade channels of the goods.

 
A.  The Marks
 
The examining attorney must look at the marks in their entireties under Section 2(d). Nevertheless, one
feature of a mark may be recognized as more significant in creating a commercial impression. Greater
weight is given to that dominant feature in determining whether there is a likelihood of confusion. In re
National Data Corp., 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915,
189 USPQ 693 (CCPA 1976). In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1988).

 

While the examining attorney cannot ignore a disclaimed portion of a mark and must view marks in
their entireties, one feature of a mark may be more significant in creating a commercial impression. 
Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976);In re El Torito
Restaurants Inc., 9 USPQ2d 2002 (TTAB 1988);In re Equitable Bancorporation,229 USPQ 709
(TTAB 1986).  Disclaimed matter is typically less significant or less dominant.
 
Application of the above standards clearly indicates that the dominant feature of both marks is the same
phrase LONE STAR. The addition of the disclaimed, descriptive term CLASSIC is of little, if any,
trademark significance. When the applicant's mark is compared to a registered mark, "the points of
similarity are of greater importance than the points of difference." Esso Standard Oil Co. v. Sun Oil Co.
, 229 F.2d 37, 108 USPQ 161 (D.C. Cir.),cert. denied,351 U.S. 973, 109 USPQ 517 (1956). The test
of likelihood of confusion is not whether the marks can be distinguished when subjected to a
side?by?side comparison. The issue is whether the marks create the same overall impression.Visual
Information Institute, Inc. v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980). The focus is on the
recollection of the average purchaser who normally retains a general rather than specific impression of
trademarks. Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537 (TTAB 1979);Sealed
Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB 1975); TMEP section 1207.01(b).

 



And finally, if the goods or services of the respective parties are closely related, the degree of similarity
between marks required to support a finding of likelihood of confusion is not as great as would apply
with diverse goods or services. ECI Division of E Systems, Inc. v. Environmental Communications Inc.,
207 USPQ 443 (TTAB 1980).  TMEP §1207.01(b). 
 
B.  The Goods
 
Both parties identify goods that are, in part, identical -- t-shirts, caps and polo shirts. The applicant is
advised that the goods of the parties need not be identical or directly competitive to find a likelihood of
confusion. They need only be related in some manner, or the conditions surrounding their marketing be
such, that they could be encountered by the same purchasers under circumstances that could give rise to
the mistaken belief that the goods come from a common source. In re Martin’s Famous Pastry Shoppe,
Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); In re Corning Glass Works, 229 USPQ 65
(TTAB 1985); In re Rexel Inc., 223 USPQ 830 (TTAB 1984); Guardian Products Co., Inc. v. Scott
Paper Co., 200 USPQ 738 (TTAB 1978); In re International Telephone & Telegraph Corp., 197 USPQ
910 (TTAB 1978).

 
C.  Conclusion
 
For the foregoing reasons, the applicant’s LONE STAR is refused registration under Section
2(d) of the Trademark Act.
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration.

 
INFORMALITY
 
If the applicant chooses to respond to the refusal to register, the applicant must also respond to the
following informality.

 
Geographic Origin
 
The applicant must identify the geographic origin of the goods.  37 C.F.R. §2.61(b).
 
SECTIONS 2(e)(2) and 2(e)(3) REFUSALS – Continued
 
Pending the applicant’s response to the above informality, the refusals under Sections 2(e)(2) and
2(e)(3) are CONTINUED.
 
If the applicant has any questions or needs assistance in responding to this Office action, please
telephone the assigned examining attorney.
 
 

/Katherine Stoides/
Examining Attorney
Law Office 110



(703) 308-9110 ext.166
 
 

How to respond to this Office Action:
 
To respond formally using the Office’s Trademark Electronic Application System (TEAS), visit
http://www.uspto.gov/teas/index.htmland follow the instructions.
 
To respond formally via E-mail, visithttp://www.uspto.gov/web/trademarks/tmelecresp.htmand
follow the instructions.
 
To respond formally via regular mail, your response should be sent to the mailing Return Address listed
above and include the serial number, law office and examining attorney’s name on the upper right
corner of each page of your response.
 
To check the status of your application at any time, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system athttp://tarr.uspto.gov/
 
For general and other useful information about trademarks, you are encouraged to visit the Office’s web
site at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT
THE ASSIGNED EXAMINING ATTORNEY.

 

http://www.uspto.gov/teas/index.html
http://www.uspto.gov/web/trademarks/tmelecresp.htm
http://tarr.uspto.gov/
http://www.uspto.gov/main/trademarks.htm
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